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DETAILED ACTION 

Claim Objections 

1 . The numbering of claims is not in accordance with 37 CFR 1 .126 which requires 
the original numbering of the claims to be preserved throughout the prosecution. When 
claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 

Misnumbered claims 21-25 have been renumbered claims 22-26 and the phrase 
"claim 21" in line 1 of renumbered claims 23-26 has been changed to -claim 22-- for 
examining purposes. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 15, 16, 19, 22, and 23 are rejected under 35 U.S.C. 102(b) as being 
anticiapted by US Patent 2819060 to Neidhart. 

Re: claims 15, 16, 22, and 23. Neidhart shows in figure 4 a bushing comprising: 
a rigid inner sleeve 1 having a substantially cylindrical outer surface, a rigid outer sleeve 
2 having a substantially cylindrical inner surface spaced apart from the outer surface of 
the inner sleeve, a plurality of separate spaced apart rubber elements 3 disposed 
between the sleeves each element having a smooth outer surface coupled to the outer 
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surface of the inner sleeve and to the inner surface of the outer sleeve, and wherein the 
elements are preloaded through compression to control the relative movement between 
the sleeves. 

Re: claim 19. Neidhart shows in figure 4 a shoe 6 disposed between the outer 
sleeve (the right portion of) and at least some of the elements (the left portion of) and an 
actuator 8 coupled to the outer sleeve for adjusting the level of preload compression. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 24-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Neidhart. 

Neidhart lacks the specific recitation of the elements being torroidal, spheres, or 
ellipsoids. 

In In re Dailey, 357 F.2d 669, 149 USPQ 47 (CCPA 1966) the court held that the 
configuration of a claimed object was a matter of choice which a person of ordinary skill 
in the art would have found obvious absent persuasive evidence that the particular 
configuration was significant. 

6. Claims 15, 16, 19, 20, 22-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rosenzweig. 

Re: claims 15, 16, 22, and 23. Rosenzweig shows in figure 3 a bushing 
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comprising: a rigid inner sleeve 27 having an outer surface, a rigid outer sleeve 19 
having an inner surface spaced apart from the outer surface of the inner sleeve, a 
plurality of separate spaced apart elements 35 disposed between the sleeves each 
element having a smooth outer surface coupled to the outer surface of the inner sleeve 
and to the inner surface of the outer sleeve, and wherein the elements are preloaded 
through compression to control the relative movement between the sleeves. 

Rosenzweig lacks the recitation of the sleeves having cylindrical shapes. 

In In re Dailey, 357 F.2d 669, 149 USPQ 47 (CCPA 1966) the court held that the 
configuration of a claimed object was a matter of choice which a person of ordinary skill 
in the art would have found obvious absent persuasive evidence that the particular 
configuration was significant. 

Rosenzweig lacks the limitation of the elements being rubber. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the elements to have been rubber since it has 
been held to be within the general skill of a worker in the art to select a known material 
on the basis of its suitability for the intended use as a matter of obvious design choice. 
InreLeshin 125 USPQ 416. 

Re: claims 19 and 20. Rosenzweig shows in figure 3 a shoe 36 disposed 
between the outer sleeve and at least some of the elements and an actuator 37 coupled 
to the outer sleeve for adjusting the level of preload compression. 

Re: claims 22-26. Neidhart lacks the specific recitation of the elements being 
round or elliptical cross-section, toroidal , spheres, or ellipsoids. 
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In In re Dailey, 357 F.2d 669, 149 USPQ 47 (CCPA 1966) the court held that the 
configuration of a claimed object was a matter of choice which a person of ordinary skill 
in the art would have found obvious absent persuasive evidence that the particular 
configuration was significant. 

Response to Arguments 

7. Applicant's arguments filed 1 1/23/05 have been fully considered but they are not 
persuasive. With regards to claim 15 Applicant argues that "since cones are not 
cylinders, anticipation is precluded." Examiner notes that the sleeves of Neidhart are 
not cones but are truncated conical components. Examiner further notes that the claim 
does not recite cylinders, but a sleeves having a "substantially cylindrical" inner 
surface. Examiner maintains that, as broadly recited, Neidhart, shows with elements 1 
and 2 sleeves having substantially cylindrical inner surfaces. Examiner also points out 
that a small height of element 1 or 2 closely resembles a shape that is substantially 
cylindrical. 

Applicant also argues that the limitation of the elements being attached to one of 
the sleeves is not shown. Examiner maintains that elements 3 are attached or made to 
stay in place on sleeve 1 by way abutting contact with sleeve 2. 

Applicant argues that the shoe of Neidhart is not disposed between the outer 
sleeve and at least some of the elements. Examiner disagrees and directs Applicant's 
attention to figure 4 in which shoe 6 is between the bottom of sleeve 2 and the top two 
elements 3. 
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Applicant argues that the limitation of elements that are of a shape that 
demonstrate a low stress concentration under compression is not shown. Examiner 
notes that this limitation is shown in Neidhart to the same extent that it is shown in the 
instant application. Examiner also notes that the elements 3 are cylindrical in a sense 
that they have a small height extending in the circumferential direction and include a 
circular cross-section. 

Applicant disagrees with the rejection of claims 24-26 stating that the positively 
recited structural limitations require examination. Examiner maintains that the claims 
were examined. The examination of claims 24-26 concluded in a rejection based on 
case law. The use of case law to reject claims does not suggest that there was no 
examination of the claims. 

With regards to the limitation of preloading through compression to control the 
relative movement between the sleeves, Examiner maintains that components 37 are 
used to preload through compression of the plates 36 against the elements to control 
the relative movement resulting from looseness, for example, between the sleeves. 
Therefore, the limitation, as recited, is satisfied by the prior art of record. 

Applicant argues that the cylindrical shapes "important and in need of 
examination". Again Examiner notes that the use of case law to reject claims does not 
suggest that there was no examination of the claims. It is appropriate to use case law 
absent a specific explanation of criticality. Simply stating that a limitation is "important" 
does not provide an explanation of criticality. 

Accordingly, the rejections have been maintained. 
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Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melody M. Burch whose telephone number is 571-272- 
71 14. The examiner can normally be reached on Monday-Friday (6:30 AM-3:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles A. Marmor can be reached on 571-272-7095. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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